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Remarks 



Claims 3 to 9 and 11 as set forth in Appendix II of this paper 
are now pending in this case. Claims 1, 2 and 10 have been canceled. 
Claims 3 to 9 have been amended, and Claim 11 has been added, as 
indicated in the Listing of Claims set forth in Appendix I of this 
paper. 

Applicants have amended Claim 3 to relate to a method of using 
the chroman based on the wording of Claim 9 in conjunction with the 
disclosure on page 2, indicated lines 21 to 36, of the application. 
Claims 4 to 8 have been revised accordingly. Claim 9 has been amended 
to relate to the subject matter of Claim 10. New Claim 11 has been 
added which specifies the concentration of the preparation defined in 
Claim 9 as set forth in Claim 8 with regard to the method. No new 
matter has been added. 

The Examiner has rejected Claims 1 to 8 under Sections 101 and 
112, 112, for being drawn to a "use" without reciting the requisite 
process step. Applicants have canceled Claims 1 and 2, and have 
amended the Claims 3 to 8 to relate to a method which requires the 
application of the chroman la in effective amounts. Withdrawal of the 
Examiner's rejection is, therefore, respectfully solicited. 

The Examiner has rejected Claims 9 and 10 under 35 U.S.C. S103(a) 
as being unpatentable in light of the disclosure of Jiang et al. (CA 
13i:759916, (2000) which reports an article published in PNAS 91(21), 
11494-11499 (2000)^)). The respective publication relates to the inhibi- 
tion of cyclooxygenase activity in macrophages and in epithelial 
cells with Y-tocopherol and with its major metabolite y-CEHC. The au- 
thors report that their investigations with a-tocopherol showed no 
effect on epithelial cells. Investigations with a-CEHC are not re- 
ported2 ) . 

Applicants' formula la represents a-CEHC3). Applicants have found 
that the application of effective amounts of a-CEHC protect the human 
skin and the human hair against aging processes and harmful environ- 
mental effects. The Examiner will note that a-tocopherol differs 



1) A copy of Jiaug et ai.'s article is herewith enclosed for the Examiner's conve- 
nience . 

2) For the structural formulae of a-tocopherol, a-CEHC, y-tocopherol and v-CEHC see the 
attached Appendix III. 

3) Note, for example, page 4, indicated line 10 et seq., of the application. 
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structurally from y-tocopherol in the presence of a methyl group in 
5-position of the chroman ring. 

Jiang t al.'s teaching that a-tocopherol, in contrast to y-toco- 
pherol, had no effect on epithelial cells shows that it is not pos- 
sible in this particular area to assume that a homolog, ie. a com- 
pounds which merely differs in one CH2 moiety, will have similar prop- 
erties. Accordingly, a person of ordinary skill in the pertinent art 
cannot reasonably expect that the effect on epithelial cells which is 
found when y-CEHC is employed will equally be found when a compound 
which structurally differs from y-CEHC due to a CH3 group in 5-posi- 
tion of the chroman ring, namely a-CEHC, is used. Based on the teach- 
ing of Jiang et al., a person of ordinary skill in the pertinent art 
could therefore not reasonably expect to find any beneficial effects 
when a-CEHC is applied to the skin or the hair. 

It is well established that a compound and its properties are 
inseparable^), and that the inventive subject matter as a whole, which 
is referred to in the statute, embraces not only the subject matter 
particularly recited in the claims, but also the properties which are 
inherent in the particular combination of features defined in the 
claims, as well as the problem which is solved^). 

Favorable reconsideration of the Examiner's position and with- 
drawal of the rejection under Section 103(a) is therefore respectful- 
ly solicited. 

The method which is defined in Claims 3 and further specified in 
Claims 4 to 8 relates to the utilization of a-CEHC for protecting the 
skin and the hair, and the reasons set forth with regard to Claims 9 
and 11 are equally applicable where the obviousness of Claims 3 to 8 
in light of the teaching of Jiang et al. is concerned. 

In light of the foregoing and the attached, the application 
should be in condition for allowance. Early action is respectfully 
solicited. 



4) ie. In re Paoesch. 315 F.2d 281, 137 USPQ 43 (CCPA 1963) 

5) ie. In re Antonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977); In re Wriohf . 848 P 2d 
1216, 6 USPQ2d 1959 (Fed. Cir. 1988), overruled on other grounds in In re Dillon . 
919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1990) f en banc K cert, denied 500 U.S. 904 
(1991) 
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Request for Extension of Time : 

It is respectfully requested that a one month extension of time 
be granted in this case. A check for the $110.00 fee is attached. 

Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees, to Deposit 
Account No. 11.0345. Please credit any excess fees to such deposit 



1350 Connecticut Ave, N.W. 
Washington, D.C. 20036 
(202) 659-0100 

End.: The Listing of Claims (Appendix I) 
The Listing of Claims (Appendix ii) 
Structural Formulae (Sppendix iii) 
Jiang et al., NPAS 97(21), 11494-11499 (200) 

HBK/BAS 
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Respectfully submitted, 

Keil & Weinkauf 




Herbert B. Keil 
Reg, No. 18,967 
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Appendix I: 
The Listing of Claims rversion with markinnsi^ 

1. {canceled) 

2. {canceled) 

3. {currently amended) [ Tho uoo of ] A method for protecting human skin 

or human hair against aaina p rocesses or harmful environmental 
effects which comprises applyi ng to the skin or the hair an ef- 
fective amount of a chroman [ dorivativo ac olaimod in olaim 1 having 
the] of formula la 




4. {currently amended) The [ uco ao olaimod in olaim 1 ] method of claim 

wherein the chroman is applied for prophylaxis against aging pro- 
cesses of the human skin. 

(currently amended) The [ uoo ao olaimod in ] method of claim 4 . wherein 
the chroman is applied for prophylaxis against dry skin, wrinkle 
formation and/or pigment disorders. 

{currently amended) The [ uoo ao olaimod in olaim 1 ] method of claim ^. 
wherein the chroman is applif>d for prophylaxis against aging pro- 
cesses of human hair. 

'. {currently amended) The [ u b o ao olaimod in ] method of claim [i] 2, 
wherein f at loact ono of tho aompminrtr nf f „ j proccnt in 

aft] £he effective [ oontont in ] amount of the chroman is applied hy 
way of applying a cosmetic [ proparationo ] preparation . 

. (currently aaiended) The [ uco ao olaimod in ] method of claim 7, wherein 
[ at loaot ono of tho oompoundo of tho formula I io propont ] the cosmet- 
ic preparation contains the chroman in concentrations of from 
0.01 to 30% by weight, based on the total amount of the cosmetic 
preparation. 

. {currently amended) A cosmetic preparation for protecting the human 
epidermis or human hair, which comprises, in a cosmetically suit- 



5. 



6. 
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able carrier, a cosmetically effective amount of [at loact ono of 
the oompoundo ] a chroman of [the] formula la 



[ in whioh tho Gubctituontr T?l tn iTi h-.T,n n.»^^,-ngn inf i n o d noo o rding 
to olaim 1 . ] 

10. (canceled) 

11. (new) The cosmetic preparation defined in claim 9, which comprises 
the chroman in an amount of from 0.01 to 30% by weight, based on 
the total weight of the preparation. 




[4 



la. 
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Appendix II: 



1. 
2. 
3. 



4. 

5. 

6. 
7. 

8. 



Amended Claims rci«>an version < = 

(canceled) 
(canceled) 

(currently amended) A method for protecting human skin or human hair 
against aging processes or harmful environmental effects which 
comprises applying to the skin or the hair an effective amount of 
a chroman of formula la 



(currently amended) The method of claim 3, wherein the chroman is 
applied for prophylaxis against aging processes of the human 
skin. 

(currently amended) The method of claim 4, wherein the chroman is 
applied for prophylaxis against dry skin, wrinkle formation and/ 
or pigment disorders. 

(currently amended) The method of claim 3, wherein the chroman is 
applied for prophylaxis against aging processes of human hair. 

(currently amended) The method of claim 3, wherein the effective 
amount of the chroman is applied by way of applying a cosmetic 
preparation . 

(currently amended) The method of claim 7, wherein the cosmetic 
preparation contains the chroman in concentrations of from 0.01 
to 30% by weight, based on the total amount of the cosmetic prep- 



( currently amended) A cosmetic preparation for protecting the human 
epidermis or human hair, which comprises, in a cosmetically suit- 
able carrier, a cosmetically effective amount of a chroman of 
formula la 




aration . 
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la. 



COOH 



10. (canceled) 

11. {new) The cosmetic preparation defined in claim 9, which comprises 
the chroman in an amount of from 0.01 to 30% by weight, based on 
the total weight of the preparation. 
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Appendix III: 

Structural Formulae: 




COOH 



COOH 
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